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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the maSing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this conununication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1704(b). 

Status 

!)□ Responsive to communlcation(s) filed on . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) I^S is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1^8 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet{s) including the con-ection is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 

Priority under 35 U.S.C. § 119 

12) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

2. Applicant cannot rely upon the foreign priority papers to overcome any rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP§ 201.15. 

Claim Objections 

3. Claim 1 is objected to because of the following informalities: 

Claim 1 recites the limitation "at least one of the water-insoluble ink receiving area" in 
the second to last line. Only one "water-insoluble ink receiving area" has been recited; thus, it is 
unclear whether the limitation "at least one" provides the possibility of more than one area. 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreiga country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tiUe, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appHcability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1, 4-5 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Sugaya et al (US Pat. No. 4903255). 

As recited in independent claim 1, Sugaya et al show An optical recording medium (see 
Fig. 3, for example) comprising a substrate 1, a recording layer 2 formed on the substrate, on 
which information can be recorded using laser light; one of a protective layer 3 and a protective 
substrate provided on the recording layer; and a writing receiving area (43, for example) and a 
printing receiving area (41, for example) formed on said one of the protective layer and the 
protective substrate, wherein at least one of the printing receiving area comprises a substantially 
rectangular (see rectangular shape of 41 in Fig. 3) smooth (see col. 3, lines 28-39, which 
discloses that it is necessary for the writing receiving area 43 to be roughened, and that it is 
preferable for the printing receiving area not to be roughened) area. 

Sugaya et al are silent regarding whether said writing receiving area is a water-based ink 
receiving area; however, it was known in the art at the time of Applicant's disclosure that the 
term "felt pen" (see col. 3, line 19) includes known water-based ink pens. 
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Even if the writing receiving area 43 of Sugaya et al were somehow interpreted as not 
being a water-based ink receiving area, it would have been obvious at the time Applicant's 
disclosure was made to make the writing receiving area 43 into a water-based ink receiving area. 
The motivation is as follows: A person of ordinary skill in the art would have been motivated to 
make the writing receiving area into a water-based ink receiving area in order to make the 
medium compatible with commercially available water-based ink felt-tip pens as is notoriously 
well known in the art. 

Sugaya et al are silent regarding whether said printing receiving area is a water-insoluble 
ink receiving area; however, it was known in the art at the time of Applicant's disclosure that the 
term "printing" includes known water-insoluble ink-jet printing. 

Even if the printing receiving area 41 of Sugaya et al were somehow interpreted as not 
being a water-insoluble ink receiving area, it would have been obvious at the time Applicant's 
disclosure was made to make the printing receiving area 41 into a water-insoluble ink receiving 
area. The motivation is as follows: A person of ordinary skill in the art would have been 
motivated to make the printing receiving area into a water-insoluble ink receiving area in order 
to maintain the appearance of the print on the printing receiving area in good condition for longer 
than the writing receiving area as taught by Sugaya et al (see col. 3, lines 28-39). 

Regarding independent claim 5, in addition to the above teaching, Sugaya et al are silent 
regarding a portion of the printing receiving area, at which a thermal head of a printer overlaps. 
A recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
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then it meets the claim. In this case, the rectangular printing receiving area is capable of being 
overlapped by a thermal head of a printer. 

As recited in claims 4 and 8, the substantially rectangular smooth area conprises at least 
one of a water-insoluble ink (after being printed with a water-insoluble ink jet printer, the area 
comprises water-insoluble ink) and a water-insoluble material. 

8. Claims 2-3 and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sugaya et al (US Pat. No. 4903255). 

As recited in claims 2 and 6, Sugaya et al are silent regarding whether the substantially 
rectangular smooth area has an area.of at least 5 cm^. As recited in claims 3 and 7, Sugaya et al 
are silent regarding whether the substantially rectangular smooth area includes no protrusion 
having a height exceeding 5 ^m. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have had the medium of Sugaya et al satisfy the relationships set forth in 
claims 2-3 and 6-7. The rationale is as follows: one of ordinary skill in the art would have been 
motivated to have had the medium of Sugaya et al satisfy the relationships set forth in claims 2-3 
and 6-7 since it is notoriously old and well known in the art to routinely modify a medium 
structure in the course of routine optimization /experimentation and thereby obtain various 
optimized relationships including those set forth in claims 2-3 and 6-7. Moreover, absent a 
showing of criticality (i.e., unobvious or unexpected results), the relationships set forth in claims 
2-3 and 6-7 are considered to be within the level of ordinary skill in the art. 
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Additionally, the law is replete with cases in which when the mere difference between the 
claimed invention and the prior art is some range, variable or other dimensional limitation within 
the claims, patentability cannot be found. 

It furthermore has been held in such a situation, the Applicant must show that the 
particular range is critical, generally by showing that the claimed range achieves unexpected 
results relative to the prior art range. In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 
1936 (Fed. Cir. 1990). 

Moreover, the instant disclosure does not set forth evidence ascribing unexpected results 
due to the claimed dimensions. See Gardner v. TEC Systems, Inc., 125 F.2d 1338 (Fed. Cir. 
1984), which held that the dimensional limitations failed to point out a feature which performed 
and operated any differently from the prior art. 

Conclusion 

9. The prior art made of record and not reUed upon is considered pertinent to applicant's 
disclosure. 

Kawano et al (US PAP No. 2005/0158485 Al) show recording media and teach that 
controlling a roughness of a surface of an ink-receiving layer "makes it possible to provide a 
recording medium having a high gloss, permitting printing of excellent quality, and inhibited in 
dye migration after printing and also in image fading and discoloration by storage over extended 
time" (see 110125). 

Arioka (US Pat. No. 5616447) shows "an optical disc whose label surface is printable or 
writable with a water-based ink pen or an ink jet printer and a printable material" (see col. 1, 
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lines 9-1 1), so as "to afford characters or images of high quahty and definition while the once 
printed characters or images are erasable or correctable" (see col. 1, Unes 60-65). 

KAOS (JP 10-302307) shows an optical information recording medium enabling writing 
on the surface with a water-based ink pen or an ink jet printer (see USE). 

Sacher (IBM TDB 02-78 p. 3407, Feb. 1, 1978) discloses water insoluble electrostatic ink 
for ink jet printing. 

10. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie Anne Watko whose telephone number is (571) 272-7597. 
The examiner can normally be reached on Monday-Thursday until 4:45PM, and Friday until 
6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, William R. Korzuch can be reached on (571) 272-7589. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 

Julie Anne Watko 
Primary Examiner 
Art Unit 2653 

December 5, 2005 ^ -y 



